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Office Action Summary 



Application No. 
09/619,117 



Applicant(s) 



Atkinson et al 



Examiner 



ALI R. SALIMi 



Group Art Unit 
1648 



Kl Responsive to communication(s) filed on 10/24/00 „ • 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire Three month(s), or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claims 

Kl Claim(s) 1-3 



is/are pending in the application. 



- Of the above, claim(s) 
□ Claim(s) 



CS Claim(s) tl_ 

□ Claim(s) 

□ Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is Cipproved disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
"Certified copies not received: 



H Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

Attachment(s) y 
K! Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 



— SEE OFFICE ACT/ON ON THE FOLLOWING PAGES — 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 9-95) 



Office Action Summary 
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Art Unit: 1648 



DETAILED ACTION 



Response to Amendment 
The receipt of preliminary amendment of 10/24/2000, is acknowledged. Claims 1-3 are 
pending before the examiner. 



This application contains sequence disclosures that are encompassed by the definitions for 
nucleotide and/or amino acid sequences set forth in 37 CFR 1.821(a)(1) and (a)(2). However, 
this application fails to comply with the requirements of 37 CFR 1.821 through 1.825 for the 
reason(s) set forth on the attached Notice To Comply With Requirements For Patent Applications 
Containing Nucleotide Sequence And/Or Amino Acid Sequence Disclosures. 

Full compliance with the sequence rules is required in response to this Office Action. A 
complete response to this office action should include both compliance with the sequence rules 
and a response to the rejections/objections as set forth below. Failure to fully comply with bath 
these requirements in the time period set forth in this office action will be held non-responsive. 



Sequence Requirements 



Specification 

This application does not contain an abstract of the disclosure as required by 37 
CFR 1.72(b). An abstract on a separate sheet is required. 
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Art Unit: 1648 

Claim Rejections - 35 USC§112 
Claim 1 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

Claim 1 is unclear for recitation of "Ad-36p", please spell out the entire name of the virus 
followed by its abbreviation. Is adenovirus type 36p (Ad-36p) intended? In addition, the claim is 
unclear for recitation of "substantially", this is a relative terminology wherein the metes and 
bounds of term is not defined. 

Claim 2 is rejected under 35 U.S.C. 1 12, second paragraph, as being incomplete for 
omitting essential steps, such omission amounting to a gap between the steps. See MPEP 
§ 2172.01. The omitted steps are: what are the intended immunoanalytical or nucleic acid probe 
hybridization acid method(s)? What are the conditions of hybridization, is low stringency 
sufficient? How is the detection made? What type or types of adenovirus is intended? This affects 
claim 3. 

Claim Rejections - 35 VSC§112 
Claims 2-3 are rejected under 35 U.S.C. 1 12, first paragraph, because the specification, 
while being enabling for adenovirus type 36p (Ad-36p) to be utilized in a method of determining 
obesity, does not reasonably provide enablement for all types of adenoviruses that may cause 
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obesity. The specification does not enable any person skilled in the art to which it pertains, or 
with which it is most nearly connected, to make or use the invention commensurate in scope with 
these claims. The specification is deficient in teaching that all types of adenoviruses and their 
detection would be indicative of a cause for obesity. Absent teaching by the applicant, one of 
ordinary skilled in the relevant art would be required to conduct large quantity of 
experimentations to enable the full scope of the specification. It is well known to those ordinary 
skilled in the art that there are many variety of adenoviruses that are present in nature, and many 
have been utilized as a gene expression system for both vaccine development against foreign 
antigens and gene therapy applications i.e Adenovirus type 5 (Ad5). It is also well known that 
human genome may be infected with variety of adenoviruses. However, the state of the art is 
unclear as to draw conclusion between adenovirus infection of all types and subgroups and 
susceptibility to becoming obese. The one of ordinary skilled in the art in order to avoid creating 
false positive results would need to investigate all types of adenoviruses types and subtypes to 
obtain enough samples which would produce sufficient positive results. It is well known in the art 
that obtaining sufficient enough viral samples from feces is not considered to be routine, since the 
viral fragments may be present in rather small amount and large quantity of samples would be 
needed to obtain sufficient viral samples with all types of adenoviruses. Moreover, there is no 
correlation between detection of all types adenoviruses and obesity. Therefore, considering large 
quantity of experimentation needed, the unpredictability of the field, the state of the art, and 
breadth of the claims, it is concluded that undue experimentation would be required to enable the 
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Art Unit: 1648 

intended claim. Many of these factors have been summarized In re Wands, 858 F.2d 731, 
USPQ2d 1400 (Fed. Cir. 1988). 



The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 

Claims 2-3 are rejected under the judicially created doctrine of obviousness-type double 

patenting as being unpatentable over claims 1-2 of U.S. Patent No. 6,127,1 13. Although the 

conflicting claims are not identical, they are not patentably distinct from each other because they 

overlap in scope. 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless — 



Double Patenting 



Claim Rejections - 35 USC § 102 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Wigand et al (Archives 
of Virology, 1980, abstract only). 

The claim is directed to substantially isolated adenovirus type 36p (Ad-36p). Wigand et al 
disclosed a new adenovirus type 36 that belongs to subgroup D with distinct hemagglutination 
inhibition from other human adenoviruses. The disclosure of Wigand et al meets the limitations of 
the claim. Applicants are reminded that the Patent Office does not have facilities to perform 
physical comparisons between the claimed product and similar prior art products. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in 
this or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 1-3 are rejected under 35 U.S.C. 102(a) as being anticipated by Dhurandhar et al 
(Antiviral Agents Bulletin, 4/1/1997, abstract only). 



Dhurandhar et al disclosed the adenovirus type 36 (Ad-36) and correlation of said 
adenovirus in determining the susceptibility to obesity. They disclosed the presence of antibodies 
against Ad-36 in blood of obese persons as a method of determining whether an obese person is 
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Art Unit: 1648 

suffering from viral obesity (see abstract). The teaching of Dhurandhar et al meets the limitations 
of the claims. 



No claims are allowed. 



should be directed to Ali R. Salimi whose telephone number is (703) 305-7136. The examiner 
can normally be reached on Monday-Friday from 9:00 Am to 6:00 Pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
James Housel, can be reached on (703) 308-4027. The fax phone number for this Group is (703) 
305-7401. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308-0196. 



Conclusion 



Any inquiry concerning this communication or earlier communications from the examiner 



Ali R. Salimi 



1/16/2001 




Sample Statement 

a - p ip Request f Ure Computer R idable orn froti Another Application 

The following paragraph, or language having the same effect, 
can ' be used to invoke the procedures of 37 CFR section 
1 321(e) in which an identical computer readable form from 
another application is used in a given application. The 
paragraph should be incorporated into a separate paper 'to be 
submitted in the given application: 

The computer readable form in this application, 
08/100, 000, is identical with that filed in 
Application Number 07/999,999, filed March 1, 1988. 
In accordance with 37 CFR 1.821(e), please use the 
(first-filed, last-filed or only, whichever is 
applicable] computer readable form filed in that 
application as the computer readable form for the 
instant application. It is understood that the 
Patent and Trademark Office will make the necessary 
change in application number and filing date for 
the computer readable form that will be used for 
the instant application. A. paper copy of the 
Sequence Listing is (included in the originally- 
filed specification of the instant application, 
included in a separately filed preliminary 
amendment for incorporation into the specification, 
whichever is applicable-} . 



Application No. 

NOTICE TO COMPLY WITH REQUIREMENTS FOR PATENT APPLICATIONS CONTAINING 

NUCLEOTIDE SEQUENCE AND/OR AMINO ACID SEQUENCE DISCLOSURES 

The nucleotide and/or amino add sequence disclosure contained in this application does nol 
comply with the requirements for such a disclosure as set forth in 37 C.F.R. 1.821 - 1.825 for the 
following reason(s): 

1. This application clearly fai(s to comply wilh the requirements of 37 C.F.R. 1.821-1.825. Applicant's 
attention Is directed to these regulations, published at 1114 OG 29, May 15, 1990 and at 55 FR 
- 18230, May 1,1990. 

□ 2. This application does not contain, as a separate part of the disclosure on paper codv a 'c,, mi »„^ 
Listing- as required by 37 C.F.R. 1 .821 (c). - py ' *> ec l uence 

□ 3. A copy of the "Sequence Listing" In computer readable form has not been submitted as rf>™ m-Arf h« 
37 CP JR. 1.821(e). required by 

□ 4. A copy of the •Sequence Listing" In computer readable form has been submitted. However the 
content of the computer readable form does not comply with the requirements of 37 c JFSLi 822 ' 
and/or 1.823, as Indicated on the attached copy of the marked -up "Raw Sequence Usting ." * 

' ("] 5. The computer readable form that has been filed with this application has beenfound to be damaged 
LJ and/or unreadable as Indicated on the attached CRF Diskette Problem Report A Substitute 
computer readable form must be submitted as required by 37 CF.R. 1.825(d). 

□ 6. The paper copy of the "Sequence listing" Is not the same as the computer readable from of the 
"Sequence Listing" as required by 37 CSrJR. 1 .821 (e). 

0 7. Other: Applicant sh ould fotfow th e format of the attached sample statement to request that the CRF filed 
In the parent application be used to create a CRF In this application . 

Applicant Must Provide: 

Q An MM or subs5tute computer readable form (CRF) copy ofthe "Sequence Listing". 

□ An Mai or substitute paper copy ofthe "Sequence Listing", as well as an amendment directing Its entry 
Into the specification. 

f~| A statement that the content of the paper and computer readable copies are the same and, where 
L- 1 appKcable, Include no new matter, as required by 37 C.F.R. 1 .821 (e) or 1 .821 (0 or 1 821(g) or 
1.825(b) or 1.825(d). 

For questions regarding compliance to these requirements, please contact: 

For Rules Interpretation, call (703) 308-4216 
For CRF Submission Help, call (703) 308-421 2 
For Patentln software help, call (703) 308-6856 

PLEASE RETURN A COPY OF THIS NOTICE WITH YOUR RESPONSE 



